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No. 3219

United States Circuit Court of Appeals

For the Ninth Circuit

Petroleum Rectifying Company of

California,

Plaintiff and Appellant,

vs.

Reward Oil Company,

Defendant and Appellee.

APPELLANT'S REPLY BRIEF.

As to Alleged Conflict of Evidence.

As a preliminary argument in favor of affirmance

defendant urges that there was a conflict of testi-

mony, and therefore that the findings of the lower

court are conclusive on appeal. The rule relied on

is that announced by this court in Butte & Superior

Copper Co. v. Clark-Montana Realty Co., el. al.,

248 Fed. 609, and Diamond Patent Co. v. Webster

Bros., 249 Fed. 155. The first of these cases

involved conflicting testimony regarding a disputed

boundary line between adjoining mining properties;



the second conflicting testimony regarding the char-

acter of certain material used in a patented article,

whether elastic or merely plastic. In other words,

both cases involved conflict as to fact testimony.

Such rule does not apply here, because there is no

conflict as to fact testimon}^ The mechanical con-

struction of the respective treaters is undisputed;

the results produced by the respective treaters are

likewise undisputed; nor was any question raised

as to the credibility of witnesses. The only conflict

there is in the case relates to opinions, theories,

and scientific speculations, and this court is in as

favorable a position for passing on these matters, if

they are to be passed on at all, as was the trial

court. The fact that the trial judge visited and per-

sonally noted the operations of one of the plaintiff's

treaters and that of the defendant gave him no

additional advantage in arriving at a decision not

possessed by this court. All that he could see or

note was the mechanical construction of the treaters,

the mode of application of current, the tests made

with measuring instruments, and the ultimate results

produced by the treaters. These facts are all dis-

closed by the record. He could not see the inside of

the treaters while in operation nor witness the elec-

trical action going on therein, because the same were

concealed from view. We submit, therefore, that this

court is in as favorable a position for considering

the legal issues involved herein as was the learned

judge of the lower court and that the rule as to

conflict of fact evidence has no application. Other-



wise this court would have no means whatever of

gauging the correctness of the conclusion drawn

from the opinions, theories, and speculations ad-

vanced by the expert witnesses. Surely this court is

not as helpless in a matter of this kind as the argu-

ment of the learned counsel for defendant-appellee

would seem to imply. As we view the matter there

is no conflict of facts, but only a conflict of theories.

Analysis of Defendant's Argument.

Defendant's argument, as we gather it from the

brief, w^hen arranged in logical sequence and

reduced to compact form, seems to embrace the

following propositions, viz

:

1. Assertion that the Cottrell process is ivholly

electrostatic tvithout the aid of electrolytic conduc-

tion (current -flow) and that the sole and only object

of the invention is to prevent electrolytic conduction

(current -flow) tvhich would result from the forma-

tion of complete tvater chains connecting the elec-

trodes, from which it follows that the claims must

he construed to exclude electrolytic conduction

(current flotv).

2. Assertion that if the patent is interpreted to

include electrolytic conduction (current flow), then

it is void for failure to disclose any practical means

for utilizing that force.

3. Assertion that the defendant's process

(Botvles-McNear) tvhile utilizing electrostatic



action adds thereto electrolytic conduction; so that

sadd process is not ivholly electrostatic, hut is elec-

trostatic and electrolytic combined.

4. Consequently, the defendant's process is

alleged to he no infringement of the Cottrell patent.

It is necessary for the defendant to maintain each

and all of these propositions in order to secure a

decision in its favor.

AS TO THE PROPOSITION THAT THE COTTRELL PROCESS IS

WHOLLY ELECTROSTATIC WITHOUT THE AID OF ELEC-

TROLYTIC CONDUCTION (CURRENT FLOW) AND THAT THE

SOLE AND ONLY OBJECT OF THE INVENTION IS TO

PREVENT ELECTROLYTIC CONDUCTION (CURRENT FLOW)

WHICH WOULD RESULT FROM THE FORMATION OF COM-

PLETE WATER CHAINS CONNECTING THE ELECTRODES,

FROM WHICH IT FOLLOWS THAT THE CLAIMS MUST BE

CONSTRUED TO EXCLUDE ELECTROLYTIC CONDUCTION

(CURRENT FLOW).

In support of this contention it is urged that

Cottrell considered it essential to prevent the forma-

tion of complete chains connecting the electrodes.

In other words, at no time during the operation of

the process, rot even for the fraction of a second,

must water chains be allowed to bridge the electrode

gap. Accordingly defendant interprets the words,

chains short-circuiting the electrodes, as meaning

chains connecting the electrodes, even though at the

instant of connection they are disrupted and blown

up by electrolytic conduction (current flow).



MECHANICAL MEANS.

Ill this behalf it is asserted in defendant's brief

that the means proposed in the patent for pre-

venting the formation of such chains are purely

mechanical and embrace

(a) Tangential delivery of the emulsion to the

treater at right angles to the lilies of electrical

stress;

(b) Downward flotv of the emulsion through the

treater, and

(c) Placing the supports of the inner electrode

out of contact with the emulsion.

And the claims of the process patent in suit are

asserted by defendant to be limited to mechanical

means for preventing the formation of water chains

bridging the electrode gap (see defendant's brief,

pp. 45-47-48).

We submit that such interpretation of the claims

in suit is unsound. Certainly there is nothing in the

language of the claims of the process patent re-

ferring to any mechanical means for preventing

short-circuiting. On the contrary, the claims rely

upon "a source of electricity of sufficient voltage"

and '^a source of alternating current of sufficient

voltage" to produce the desired result. No mention

is made of any mechanical means nor is any reliance

placed upon mecha/iiical means in the claims.

Nor is there anything in the specification to jus-

tify the defendant's contention regarding mechani-

cal means as being the basis of the claims. Such
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mechanical contrivances as are shown in the draw-

ings and described in the specification are merely

given as illustrative of the best mode in which the

patentees had contemplated using their process.

Beginning at line 70, on page 2 of the process

patent, it is said:

"Having thus outlined certain of the basic
principles upon which the present method is

founded, we will next describe an apparatus
by the use of which these principles may he
carried out in practice, and then with the con-

crete illustration as a basis, proceed to discuss

some of the more important details of the

process.

"Referring to the accompanying drawing

—

Figure 1—is a general view of a complete set

of apparatus, diagrammaticallij illustrated,

by means of which the process may be carried

out. Fig. 2 is a plan of the electrically treat-

ing vessel" (Italics ours).

The meaning of this paragraph is plain. It

shows clearty that the invention did not reside in

mechanical meaiis, and the mechanical devices shown

and illustrated were so shown and illustrated merely

as one of the many apparatuses by which the process

might be practiced, and such apparatus was de-

scribed as "diagrammatically illustrated".

And to clinch the matter, we refer to page 4 of

the specification of the process patent, beginning

at Ir^e 17, reading as follows:

"The apparatus herein shown, forms no part

of the present application and is not herein

claimed, as it constitutes a part of the subject

matter of a contemporaneous application. Serial

Number 497,168, filed May 20, 1909.



''It is of course to be understood that the
particular arrangement of electrodes and gen-
eral mode of construction of apparatus above
illustrated and described are merely illustrative,

and that we do not limit ourselves to this or
any other specific form of apparatus for carry-
ing out the method here described and claimed"
(Italics ours).

The contemporaneous application, No. 497,168,

referred to in the above quotation, resulted in the

apparatus patent, No. 987,116, wherein the claims

are for mechanical means. In that patent the

mechanical devices referred to in defendant's brief

as being the basic idea of the process patent. No.

987.115, are taken care of.

In claims 2 and 3 of said apparatus patent No.

987.116, we find as an element "means for deliver-

ing the mixture of liquids to be treated upon the

surface of the mass of liquid in said containing

vessel in the form of streams crossing the direction

of the electric force lines between the electrodes of

opposite polarity". This is the tangential delivery

of the emulsion referred to by defendant's counsel.

In claims 1 and 2 of said apparatus patent No.

987,116 we find as an element "the relative position

of electrodes of opposite polarity being maintained

by insulating supports which are entirely out of

contact with the liquid undergoing treatment".

And in claim 4, we find the element "means for

delivering the material to be treated to the top of

the vessel, means for withdrawing the material after

treatment from the bottom of the vessel".



In claim 7 we find the element ''means for sup-

plying the mixture of liquids to be treated to the

top of said vessel and means for withdrawing said

material from the bottom of said vessel after treat-

ment". The quoted language from the claims 4

and 7 relate to downward flow.

These are the mechanical elements referred to in

defendant's brief as the tangiential delivery, the

downward flow, and placing the supports of the

inner electrode out of contact with the emulsion.

They are sought to be covered in combination with

other elements by the apparatus patent, No. 987,116,

and are not referred to in the claims of the process

patent No. 987,115, except that the downward flow

is mentioned in claim 4, w^hich claim is not charged

to be infringed by defendant's second apparatus.

But permit us to refer briefly to the specification

of the process patent, No. 987,115, in respect to those

so-called mechanical means.

As to the tangential delivery the specification of

the process patent says, beginning with line 107,

page 2:

"The mixture enters the top of the treating

vessel through the tangentially directed jets

p. 1, p. 2, p. 3, p. 4, thus insuring a thorough

mixing and uniform composition at the top of

the treating vessel, as well as occasioning a

steady motion of the surface of the liquid in the

funnel shaped top at right angles to the lines of

force of the electric field, thus lessening the

tendency of electrical leakage and break-down

in the surface layers. The material thus sup-

plied to the top of the vessel flows uniformly



down through the annular space around the
inner electrode where the electrical treatment
chiefly occurs, and is finally carried out of the
bottom of the treating vessel A through the
pipe D, which is of large enough diameter to

insure a quiet flotv free from churning that
might tend to re-emulsify the separating
liquids" (Italics ours).

And again, at page 3, beginning with line 38 of

the specification, it is said:

"In this connection, a further advantage of
the above described arrangement lies in the fact

that the upper surface of the material in the
treating vessel is continually renewed and
stirred by the inflow of untreated oil, which is

a better insulator than that which is in the

incipient stages of chain building and coales-

cence in the deeper parts of the vessel, thus still

further reducing the tendency to surface leak-

age' ' (Italics ours).

It will be seen from the foregoing that the essen-

tial purpose of the tangential delivery is to insure

a thorough mixing and uniform composition of the

material on its surface at the top of the vessel by

occasioning a steady motion thereof at right angles

to the lines of force and thus minimizing any elec-

trical leakage that might occur at the surface. For

instance, there might be in the material undergoing

treatment free water which would have a tendency

to induce surface leakage of electricity, but by sub-

jecting the mixture to a steady motion on the sur-

face there would result a thorough mixing and

uniform composition at the top of the treating

vessel, and the steady motion of the surface of the
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liquid would tend to prevent electrical leakage.

That is all that the tangential delivery was intended

to accomplish and it is merely suggestive of a suit-

able manner in which the material may be delivered

to the treater. It is in no sense a material part of

the invention, nor of the essence of the invention,

nor an element of the claims of the process patent.

It is, however, a material part of the invention

and of the essence of the invention covered by some

of the claims of the apparatus patent No. 987,116.

As to placing the supports for the inner electrode

out of contact tvith the emulsion^ that is an element

which is taken care of by the apparatus patent, No.

987,116, and is not referred to in the claims of pro-

cess patent No. 987,115. Consequently, the same

remarks apply to this so-called mechanical means

as to the matter of tangential delivery already con-

sidered.

As to the dotvnward flotv of the emulsion, that is

not an element in claims 1, 2, 3 or 7, though it is

an element in claim 4 of the process patent. Claims

1 and 2 specify as an element "bringing the material

to be treated between the electrodes".

Claim 3 has as an element ''causing the material

to be treated to flow between electrodes".

Claim 7 has as an element ''passing the material

to be treated between charged electrodes substan-

tially as .described".

In neither of these claims is the downward flow

an element. But in claim 4 we find as an element
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"causing the material to be treated to flow down-

ward between electrodes".

This claim 4, however, is not charged to be

infringed by the defendant's second apparatus,

though it is charged to be infringed by defendant's

first apparatus.

Now referring to the specification of the process

patent, beginning at line 48, page 3, we find the

following reference to said downward flow:

'

' The downward direction of flow between the

active electrode surfaces is also an important
detail as it prevents the danger of short circuits

from an accumulation of tvater-ricli masses be-

tween the electrodes, which are very apt to

result if an upward flow is used, as in this latter

case the gravitative tendency of the enlarged
droplets is partly offset by the buoyant action

of the upward current of liquid" (Italics ours).

It will be r.oted that in the passage quoted the

downward flow is specified as a detail. In other

words, it is not of the essence of the invention, but

is merely the preferred form ; and in support of this

contention we refer to the fact that claims 1, 2, 3

and 7 are broad enough to include an upward flow,

while claim 4 is limited to £\ downward flow.

In view of the foregoing, we submit that defend-

ant's counsel is not justified in asserting that the

mechanical means specified by him are of the essence

of the Cottrell process or that the process patent

in suit attempts to cover mechanical means to pre-

vent the coalescing globules from forming chains

short-circuiting the electrodes (see defendant's

brief, p. 48).
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COTTRELL'S MEAXS FOR PREVENTING SHORT-CIRCUITING.

If we have shown to be unsound the defendant's

contention that mechanical means for preventing

short-circuiting are used in and are of the essence

of the Cottrell process as embodied in the process

patent No. 987,115, then the question arises, what

means are employed for that purpose in the Cottrell

process? This is answered by the claims of the

patent, which specify ''a source of electricity of suffi-

cient voltage * * * to prevent the coalescing

globules from forming complete chains short-circuit-

ing the electrodes".

It is the "sufficient voltage" that produces the

effect. This means maintaining a high potential

condition as compared with a low potential condi-

tion. If the high potential condition is maintained,

current will flow through the chains and imme-

diately disrupt them ; whereas if a low potential con-

dition is allowed, the chains will not be disrupted,

but will persist, and current flowing through them

will tend to short-circuit the electrodes and put the

apparatus out of commission. In other words, in

the Cottrell process when the ends of oppositely

forming chains approach each other, they close and

thus form complete chains coimecting the electrodes

;

but when these chains are closed, or just as they are

closing between the electrodes, current necessarily

flows through them, and if a sufficiently high poten-

tial condition is maintained the currei^t disrupts

and blows up these chains. On the other hand,

if the necessary high potential condition is not main-
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taiiied, but a low potential condition is allowed, then

the current will not disrupt the chains, but said

chains will persist and become permanent electro-

lytically conducting chains.

This presents an apparent electrical paradox

(referred to at page 30 of our opening brief), be-

cause ordinarily an increase of voltage causes an

increase of current flow, and the usually accepted

way of reducing that current is to reduce the volt-

age; but here when the voltage is raised to a suffi-

icently high strength the current flow practically

ceases, because the chains which form the paths

for the flow of current are disrupted and blown up.

In other w^ords, the current protects itself by de-

stroying the conducting paths between the electrodes

through which it tends to flow. So that after all the

matter comes down to this point, that in the Cottrell

process electrolytic conduction (current fotv) is

utilised, as well as electrostatic action.

This matter has been more fully discussed in our

opening brief, and we call the court's attention to

it at this point merely by way of reminder and as

a specific answer to defendant's contention that

electrolytic conduction (current flow) is no part

of the Cottrell process.

AS TO THE DEFENDANT'S CONTENTION THAT IF THE PROCESS
PATENT IS INTERPRETED TO INCLUDE ELECTROLYTIC
CONDUCTION (CURRENT FLOW) THEN IT IS VOID FOR
FAILURE TO DISCLOSE ANY PRACTICAL MEANS FOR
UTILIZING THAT FORCE.

This proposition we challenge. The patent is

addressed to persons skilled in the art. and if the
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disclosure is such as to enable such persons to prac-

tice the process, then the disclosure is sufficient. It

is not necessary that they should with Chinese fidel-

ity follow the exact construction of mechanical de-

tails disclosed in the drawings. Indeed the process

patent specifically states that the mechanism shown

is no part of the invention and that the construction

shown and described is merely illustrative. If the

specific form of electrodes shown in the patent

drawings should prove in practice to be inefficient

to secure the best results, then any other form of

electrodes occurring to the mi]id of the person

skilled in the art and capable of producing the

result described in the patent would under the rules

of patent law be within the disclosure.

Carnegie Steel Co. v. Camhria Iron Co., 185

U. S. 437, 441.

The reason advanced by defendant for its conten-

tion in this behalf is the assertion that the Cottrell

patent discloses an electrostatic field of uniform

streng-th, and that in such a field an innumerable

number of electrolytically conducting chains will

simultaneously form and simultaneously short-

circuit the electrodes to the extent of destroying

the electrostatic field.

TJMFORM FIELD AND SIMULTANEOUS FORMATION OF CHAINS.

This matter is argued in defendant's brief at page

70, where it is alleged that in an electrostatic field

of uniform intensity the electric strain will be uni-

form throusfhout the field with the result that
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^Hnmimerahle chains of water globules will

simultaneously form and will simultaneously
connect the electrodes. Through such innum-
erable chains thus simultaneously formed,
throughout the emulsion, the electric current
will flow, and the potential difference between
the electrodes will fall".

From this it is argued at page 71 of the brief

that as the total amount of current is thus sub-

divided between such an innumerable number of

chains, the quantity of current passing through

any one individual chain will be insufficient to dis-

rupt that particular chain, and as no one particular

chain will be disrupted, all of them will persist,

thus resulting in short-circuiting.

This is all pure speculation and theory. No one

knows exactly and precisely what does occur in

any of these treaters further than the ultimate fact

that chains are formed and disrupted and thereby

dehydration is effected. The learned counsel for

defendant endeavored to prove this speculative

theory by his expert Professor Cory. Thus at page

289 of the record we find the following testimony by

him:

''Q. Eliminating the Cottrell means for pre-
venting the formation of complete chains bridg-
ing the gap between the electrodes, what have
you to say in regard to the simultaneous forma-
tion of such complete chains in the electro-

static field ?

''A. I will frankly confess that I do not
know. The only possible way that anybody
has ever observed the formation of chains has
been with a small amount of emulsion placed
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under a microscope. But using the deductions
that may be made from the application of an
electrostatic field, it would be natural to sup-
pose that in the large surfaces existing in the
form of the Cottrell electrodes, there would be
a great many chains formed practically at the
same time, unless some method is adopted to

prevent those chains, providing that you have
a sufficient difference of potential to actually

electrify those small particles so that chains

are formed at all."

Note carefully the answer. The learned pro-

fessor says that he does not hnotv, but that it would

be natural to suppose that a great many chains

would be formed practically at the same time. He
does not even say that it is his opinion that there

is a simultaneous formation of innumerable chains,

but merely that it is natural to suppose that a great

many chains would be formed at practically the

same time, unless some method was provided for

preventing it. This is surely not sufficient to estab-

lish as a fact the simultaneous formation of an

innumerable number of chains.

An effort was also made by defendant's counsel

to prove his theory on cross-examination of our

witness Mr. Hieber. At page 168, et seq., we find

the following cross-examination of this witness.

"Q. You think, then, that in the operation

of this treater a large number of chains would
not simultaneously form?

''A. I do not.

''Q. If there are no means in the apparatus

for the prevention of the formation of chains?

*'A. I do not believe that a large number
of chains would simultaneously attain comple-
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tion; you might have chains in all stages of
formation, but the rate of formation of any
particular chain would seem to me to depend
on the intensity of the field at that point; and
the intensity of the field at any point would
seem to me to depend on the state of comple-
tion of the chains adjacent to that point; in
other words, one is a contributing factor to

the other.
* * * ^fr * *

"Q. (R. 170). Now, assume that Mr. Cot-
trell thought that such a state of affairs would
occur, that this large niunber of chains would
simultaneously form between electrodes, due to

the uniformity of the intensity of the electric

field between the electrodes, and assume for the

purpose of the question that he was correct,

what have you to say in regard to the flow

of the current through these innumerable
chains, and what have you to say in regard
to the fall of potential due to the flow of cur-

rent through these innumerable chains under
those circumstances'?

''A. In the first place, I should be unwilling
to admit such an assumption, because I know
Dr. Cottrell, and I am thoroughly familiar with
his understanding of the phenomena, and I am
quite sure that Dr. Cottrell would never have
made the mistake of assuming that a large

number of chains could simultaneously attain

completion at the same time.******
''Q. (R. 171). Doesn't he state in his patent

that when the potential falls and these chains

are formed that we have permanently conduct-

ing chains and the electricity does no useful

work ?

^'A. Yes, but Dr. Cottrell understands the

operation of his device sufficiently well to know
that you cannot form simultaneous chains at all

parts of the treater. If you formed them at all

parts of the treater you would have coalesced
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all of the water in the treater at once, and that
amount of water in the treater would be com-
pletely acted upon, and it would not be neces-
sary for the device to be functioning again
until the treater had been filled with a com-
pletely new charge of emulsion; that is where
that assumption would lead if followed out to

its conclusion.
"Q. In your opinion, could there be such

a substantial number of these chains formed
simultaneously between these electrodes in the

Cottrell device, so as to cause such a flow of
current as to cause a lowering of the potential

as to prevent the current from causing a dis-

ruptive discharge through these chains and
thereby destroying them.
"A. In my opinion it is only possible in a

device of this kind to produce a discharge

alopg one path at a time."

And on redirect examination of Mr. Rieber, the

following testimony was given by him at pages

181-2, viz:

''Q. In several of the questions asked 3^ou

it has been assumed by the question that a

large number of these chains w^ould be simul-

taneously formed bridging the electrodes.

State whether or not in your opinion that is

a correct assumption.

''A. I do not believe it is correct, and I have
stated so.

"Q. How do you believe that these chains

are formed?
"A. I believe that they would be formed in

succession and destroyed in succession for the

same reason that I believe that if you stretch

a wire under ordinary circumstances it breaks

at one point and not at 15 or 20 points, because

if a wire starts to thin down and break at one

particular point then the disruptive effect of
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tension on that wire is concentrated on that

particular point."

It will be seen from the foregoing that there

is not sufficient evidence in the record on which

to base a finding of fact that in the Cottrell treater,

provided with the electrode arrangement shown

in the process patent, "innumerable chains of

water globules will simultaneously form and will

simultaneously connect the electrodes". Plaintiff's

expert denies the theory: defendant's expert says

he does not know.

Consequently, the major premise of the defend-

ant in respect to the operation of a so-called

uniform electrostatic field falls, and with it falls

the conclusion sought to be drawn therefrom. We
reiterate, therefore, that the argument of counsel

in respect to the so-called uniform field, beginning

at page 68 of his brief, is mere speculation and

theory.

But permit us to examine a little more in detail

this matter of uniform versus nonuniform field.

At page 68 of defendant's brief, it is said:

'^Admittedly, plaintiff's treater embodies an
electrostatic field of substantially uniform
intensity'

\

We do not agree to this assertion. We do not

admit the alleged fact. It is true that in the draw-

ings of the process patent the two electrodes appear

to be equi-distantly spaced, thereby producing a gap

or annular space between the electrodes of a sub-
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stantially uniform diameter. But this annular space

itself is not the electrostatic field. The electrostatic

field depends upon the character of the material

which fills that space. If a liquid of uniform density

fills that space, pure water for instance, then it

might be technically styled an electrostatic field of

uniform strength; but if a liquid of non-uniform

density fills the space, then it cannot be correctly

called an electrostatic field of uniform intensity. As

a matter of fact this latter condition is the one

which obtains in practice. Some oils contain a large

percentage of water, while others contain only a

small percentage. Sometimes there are large gobs

of free water present in the oil, and at other times

not. At times a well produces oil having a certain

percentage of water and at other times that same

well produces oil having a different percentage of

water. Some oils contain percentages of solid saline

matter which increases conductivity, while other oils

contain small percentages thereof and still others

contain none. The emulsion flowing from an oil

well is not at all times of uniform character. Now
all of these matters enter into the character of an

electrostatic field, so that in actual practice it is

impossible to have at all times an electrostatic field

of unifomi intensity. This is so palpable that no

testimony would appear necessary for its support,

but there is testimony on the subject.

Witness Alden (R. 44) says that oils differ very

widely as to their constituents, that some are very

easy of treatment while others are rebellious.
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Witness Eddy (E. 77 et seq.) says that the proper

spacing of the electrodes depends on the character

of the oil, and that he does not think there are any

two oils exactly the same. Also that the water con-

tent varies, the salt contents vary, the degree of

emulsification varies, the gravity of the oil varies,

the viscosity varies, and that no two factors are con-

stant (E. 78).

And witness Eieber says at page 169 of the record.

''I have tried to point out that the field does

not depend on the electrodes alone, but on what
lies betw^een them."

It goes without saying that if the electrostatic

field depends on the material filling the space be-

tween the electrodes, and if the material is not uni-

form, then the electrostatic field formed by that

material is not uniform.

A wheat field is a piece of ground growing wheat.

When the w^heat is harvested and the ground

ploughed up and planted to cotton, it is no longer a

wheat field, but a cotton field.

Witness Schmidt also refers to this subject at the

top of page 124 of the record, when discussing the

form of electrodes shown in the process patent, and

says:
a* * * jj^ ^]^jg drawing here such uni-

formity of electrostatic field would not be pos-

sible; * * *"

We submit that the assumption that the Cottrell

patent contemplates the use of an electrostatic field

of uniform intensity is unsound.



22

The First Lucile Treater.

Just a word further regarding this matter. In a

former brief we pointed out that one defect in this

treater was that the imier electrode was too long,

and that this difficulty was corrected by cutting off

the lower portion of the electrode and substituting

for the cut off portion the arrangement of wire mesh

cones shown in the Cottrell wetted septum patent.

At page 53 of defendant's brief, we find the fol^

lowing, viz.

:

"In plaintiff's supplemental brief an attempt
is made to create the impression that the only

trouble with the original c^dinder electrode,

embodied in the first Lucile treater, was that it

was too long and, therefore, the obvious thing to

do was to cut a portion off, and of course, leav-

ing the balance thereof ftinctioning as it did

before. The only trouble with this contention is

that it is not supported by the facts."

In answer to this, reference is made to pages 8-10

of said supi^lementary brief, which shows that we

did not attempt to create the impression that the

"only" trouble with the original electrode resided in

its excessive length. We specified that as one, but

not the only one, of the difficulties. Another one was

specified as being caused by the presence of large

gobs of free water which collected on the surface of

the electrode and tended to short-circuiting, which

difficulty was obviated by supplying a double walled

wire mesh cj^linder of conical form with a cloth bag

between the walls, known as the wetted septum, to

carry off the large gobs of free water by capillary
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action. The above were the two main difficulties

encountered in the original electrode of the Lucile

treater, although there were minor mechanical diffi-

culties of other kinds (Schmidt R. 134).

As to our statement that a part of the original

inner cylinder electrode was cut off, counsel's criti-

cism that such statement is not supported by the

facts is hypercritical. It is true that there was no

actual physical cutting of the original electrode.

What was done was to remove the inner cylinder

and substitute in its place a shorter one constructed in

the same way as the original one (continuous metal)

and attaching thereto the wire mesh construction

and cloth bag. In said supplementary brief we re-

ferred to Schmidt's testimony at page 116 of the

record, which for the purpose of clearing up the

matter is herewith reproduced:

''Q. You spoke of using at one time there
an inner electrode, consisting of wire wesh?

''A. Yes.
"Q. Was that form of electrode made en-

tirely of wire mesh from top to bottom, or was
the top part made one way and the bottom part
made of the wire mesh?

''A. For the purpose of mechanical rigidity

only—I won't say only, but mainly for the pur-
pose of mechanical rigidity, the upper part,

namely about four feet, I should say, project-

ing down below^ the oil, was made of continuous
metal, and fastened to that were the conical-

shaped wire mesh.
"Q. So that the electrode in its entirety con-

sisted partly of this metal imperforated cylin-

der, and the remainder of it of this perforated
cylinder of wire mesh?

*

*'A. Yes."
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To provide a new electrode having four feet

thereof of the same construction as the original

electrode (continuous metal) and to attach thereto

a depending wire mesh cylinder, is substantially

the same thing in result as a physical cutting off of

the original electrode (of continuous metal) and at-

taching thereto the wire mesh cjdinder. In the sup-

plementary brief we described the matter figura-

tively, and submit that counsel's criticism is hyper-

critical.

Witness Mark Truitt.

And while we are on this matter of the Lucile

treater there is another point to which we call atten-

tion. Defendant's oft repeated assertion that the first

Lucile treater was inoperative is based on the tes-

timony of the witness Mark Truitt, appearing at

pages 256-69 of the record. This man was a well

borer by trade (B. 263) who acted as assistant to

the superintendent at Lucile (R. 259). He was not

an electrician and does not know anything about the

electrical process which was used at Lucile (R. 260).

He had no personal experience in the handling of

the Cottrell apparatus (R. 268), as his duties per-

tained to other departments, such as looking after

the lease and the men in the absence of the super-

intendent and taking care of the shipping and look-

ing after the books (R. 260). The portion of his

testimony which is relied on is found at pages 257

and 268-9 of the record. It is based entirely on his

recollection, without any written data (R. 266), and

in substance is as follows

:
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That the first electrode, consisting of the iron

cylinder, was used, he would say, a week maybe or

two weeks, he did not remember exactly how long

and could not state (R. 257-265) ; that after such

use the iron cylinder was taken out and there was

put in its place a cylinder made of wire net having

a cloth bag (R. 257) ; that the first electrode (iron

cylinder) w^as never used commercially, and by that

he means 'Ho sell oil from it", but he knows that

oil was treated in the cylinder, though not com-

mercially, and he does not know what percentage

it was reduced to (R. 268-9).

This falls short of proving inoperativeness. Tak-

ing it in connection with Schmidt ^s testimony (R.

111-115, 134), we think it merely shows that the

original cylinder did not operate to the best advan-

tage, but that it dehydrated oil and demonstrated

the Cottrell principle to be correct.

Schmidt (R. 134) after detailing the difficulty

occasioned by the presence of "large gobs of free

water", proceeds to mention some slight mechanical

defects in the apparatus and says:

''but there was no essentially wrong principle

involved for this particular oil."

What matters it, therefore, if it be a fact, that it

did not do its w^ork as well as had been expected, or,

we may say, did its work inefficiently ? If it worked

at all, even though inefficiently, that is all that the

law requires. The authorities we have cited on that

point in our opening brief are pertinent and the

decision of this court in Vo7i Schmiclt v. Bowers, 80
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Fed. 121, is conclusive. There the first machine built

was so ineffective in results that it was dismantled

and scrapped. Yet it demonstrated the Bowers

principle to be correct, and this court held that that

was all that was necessary under the circumstances,

and quoted at length from the leading case of

Me^^genfhaler Linotype Co. v. Press Piib. Co., 57

Fed. 502 (p. 87 of our opening brief).

Visit of the Judge to the Treaters.

During the trial of the case the trial judge visited

the treater of the defendant operating at Reward

and also one of the treaters of the plaintiff operating

at Pierpont. This treater at Pierpont used a rotat-

ing electrode, and during the visit certain experi-

ments were made by stopping the rotation of the

inner electrode and allowing it to remain stationary

for the time. When the rotating electrode was made

stationary and nothing else was done, the treater

went on functioning as before. But when, at the

request of the defendant 's counsel, the reactance coil

in the circuit was cut out, then short-circuiting

occurred and the treater ceased to function.

No inference of inoperativeness of a stationary

electrode can be drawn from these facts. The subject

is discussed at pages 84-5 of our opening brief, and

after your Honors read the defendant's brief, we

ask that you go back to our brief and read pages

84 and 85.

Improvement Patents.

In addition to the two patents in suit plaintiff

owns two other patents, known respectively as the
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wetted septum and the rotating electrode patent.

These two patents, however, are merely improve-

ment patents and naturally followed in the develop-

ment of the art as the particular difficulties which

they are intended to remedy arose in practice. The

wetted septum patent is primarily intended to take

care of the large gobs of free water which were

found in the Lucile oil, and the device was used at

that plant. In plants where these large gobs of free

water are not found, the wetted septum is not neces-

sary, and we believe it is a fact that the Lucile plant

was the only one in which the wetted septum was

used.

The rotating electrode patent was developed as an

improvement on the stationary electrode patent and

Eddy says that its efficiency over the stationary form

is from 15 to 25 per cent. We do not see how these

improvement patents in any way affect the validity

of the pioneer patent, yet counsel seems to found his

argument primarily upon the existence of these im-

provement patents. By jumbling together into one

mass all of the plaintiff's patents, both pioneer and

improvement, defendant's counsel deduces from the

mixture what he considers to be the Cottrell inven-

tion embodied in the pioneer process patent.

Issuance of patents for specific improvements at

best merely shows that the pioneer invention did not

in the form illustrated work as well as it could be

made to work. This is usually the history of all pio-

neer inventions. The original telephone of Bell was

not the perfected telephone of commerce. The first
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Morse telegraph instrument is today merely an in-

teresting antique. The first Howe sewing machine

within a few years after its invention was discarded.

The Dodds and Stephenson locomotive met the same

fate, and we may apply the same remark to the first

Bowers hydraulic dredger. "And yet it would be an

unheard of proposition to witliliold from these illus-

trious men the credit they deserve because their

machines were crude at first and were improved

afterwards. '

'

Mergenthaler v. Press Ptih. Co., 57 Fed. 505;

Von Schmidt v. Boivers, 80 Fed. 122

;

WalTier on Patents, (5th Ed.) § 79.

These cases have already been cited in our former

briefs. We repeat the citations here merely by way

of reminder.

AS TO THE CONTENTION THAT DEFENDANT'S PKOCESS

(BOWLES-McNEAK) T\HILE UTILIZING ELECTROSTATIC

ACTION ADDS THERETO ELECTROLYTIC CONDUCTION, SO

THAT SAID PROCESS IS NOT WHOLLY ELECTROSTATIC,

BUT IS ELECROSTATIC AND ELECTROLYTIC COMBINED.

We have no fault to find with this statement ; but

assert that the Cottrell process is of the same char-

acter. Wliat is true of one process in this regard is

true of the other. In both processes complete chains

are formed bridging the electrode gap, but as soon

as they are formed (when closed or just as they are

closing) current flows through and instantly blows

them up, thereby preventing them from short-cir-

cuitinsT the electrodes. In both cases electrostatic
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action and electrolytic conduction are utilized. The

matter has already been discussed under another

head.

As to the contention of non-infringement, that

depends on the soundness or unsoundness of the

propositions already discussed.

RECAPITULATIOJf.

We submit that the following propositions are

established by the record:

I.

Cottrell and Speed were pioneers and discovered

a hitherto unpracticed art, the electrical dehydration

of petroleum emulsions.

II.

That discovery has resulted in a great benefit to

mankind.

III.

Consequently, their patent must be construed in a

liberal spirit with a view to protecting them in the

invention made, and must not be whittled away by

strained, technical, and artificial interpretation.

IV.

In the Cottrell-Speed process complete water

chains inevitably form connecting the electrodes, but

as soon as they are formed ('Svhen closed or just as

they are closing between the electrodes") current
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flows through these chains and instantly disrupts

them, thereby preventing them from becoming per-

manent electrolytically conducting chains and short-

circuiting the electrodes. Consequently, the process

is not limited to electrostatic action alone, but util-

izes both electrostatic action and electrolytic con-

duction (current flow).

V.

By the term short-circuiting as used in the claims

is meant the bridging of the electrode gap by a path

of such low resistance that substantially all the cur-

rent flows therethrough and deprives the electrodes

of their high charges, with the result that the elec-

trostatic field is destroyed and further coalescence

of water globules ceases. It is the object of the

patent to prevent this.

VI.

There is no such short-circuiting in either the pro-

cess of plaintiff or that of defendant.

VII.

The process of Cottrell-Speed (specified in IV,

supra) is accomplished by electrical means (a source

of electricity of sufficient voltage), not by mechani-

cal means, and the so called mechanical means speci-

fied by defendant's counsel are merely adjuncts,

aids, or assistants to the electrical means, which may

or may not be used at the will of the operator.

VIII.

Concededly the patent is not anticipated, and the

only attack made on its validity is the assertion of its
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failure to disclose a practical process, which attack

we submit has been successfully met.

IX.

The first Lucile treater, though not as efficient as

subsequent constructions, did successfully demon-

strate the Cottrell-Speed invention and was not a

failure in the sense of the patent law.

X.

Issuance of patents for subsequent improvements

in no way affects the validity of the original primary

patent.

XI.

The so called non-uniform electrostatic field

claimed for the defendant's treater does not intro-

duce any new principle or new mode of operation.

XII.

Defendant's process is the same as that of Cot-

trell-Speed specified in IV supra, and consequently

is an infringement.

XIII.

The decree for defendant should be reversed and

a decree ordered for plaintiff.

Dated, San Francisco,

Respectfully submitted,

John H. Miller,

F. P. Fish,

J. H. Brickenstein,

,

Attorneys for Appellant.




